4 



RESPONSE TO RESTRICTION REQUIREMENT 
Application No. 10/678,144 
Attorney Docket No. 05725.1250-00000 

REMARKS 

Restriction Requirement 

In the Office Action, the Examiner requires restriction between the following 
groups: 

Group I: Claims 1-16, drawn to a hair treatment composition comprising a 
dispersion, in a cosmetically acceptable liquid medium, of non-film 
forming cationic latex particles formed from a synthetic polymer, 
obtained by free-radical polymerization, with a glass transition 
temperature (T g ) of greater than or equal to 30°C, having a mean 
particle size ranging from 10 nm to 200 nm, and having a zeta 
surface potential (Q of greater than +20 mV. 

Group II: Claims 17-18, drawn to a hair treatment process and a method for 
increasing the volume of hair, respectively, comprising applying to 
the hair a composition comprising a dispersion, in a cosmetically 
acceptable liquid medium, of non-film forming cationic latex 
particles formed from a synthetic polymer, obtained by free-radical 
polymerization, with a glass transition temperature (T g ) of greater 
than or equal to 30°C, having a mean particle size ranging from 10 
nm to 200 nm, and having a zeta surface potential (Q of greater 
than +20 mV. 

Office Action at 2. 

Applicant respectfully traverses the restriction requirement for at least the 
reasons given below. However, to be fully responsive, Applicant elects, with traverse, 
the subject matter of Group I, claims 1-16, for prosecution on the merits. 

The M.P.E.P. instructs Examiners as follows: 

If the search and examination of an entire application can be 
made without serious burden , the Office must examine it on 
the merits, even though it includes claims to distinct or 
independent inventions. 

M.P.E.P. § 803 (emphasis added). 

Here, the Examiner has not shown that examining all claims together would 
constitute a "serious burden" as required by the M.P.E.P. Rather, the Examiner merely 
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asserts that examination of both groups would require searching different fields of the 
art because the process as claimed "can be practiced with another materially different 
product, which is alumina based nano particles." Office Action at 3. However, Applicant 
notes that both the process and method of claims 17-18 recite, inter alia, applying the 
composition of claim 1 to the hair. Thus, the required search for the composition of 
Group I would at least partially overlap with the required search for the method and 
process of Group II. This overlap would substantially reduce any burden on the 
Examiner in considering both groups in this same application. As such, absent a 
showing of a serious burden in searching and examining the claims as required by the 
M.P.E.P, the restriction requirement is improper and Applicant requests that it be 
withdrawn. 

Election of Species 

The Examiner also requires two elections of species: 

(1) The Examiner requires election of a single species of monomer which, when 
polymerized or copolymerized, yields the at least one synthetic polymer forming the 
non-film forming cationic latex particles. Office Action at 3-4; see also Claim 5. 

Applicant notes that the Examiner has listed "homopolymers and copolymers 
based on vinylaromatic monomers" and "copolymers based on vinylaromatic 
monomers" as separate species. This reading of the claim is incorrect. In fact, claim 
5 is directed to homopolymers and copolymers based on any of the monomers listed in 
claim 5, not just vinylaromatic monomers. The claim should be read as if there is a 
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colon after "based on." Applicant also directs the Examiner to paragraph [010] of the 
specification, which clarifies the claim language. 

(2) The Examiner also requires election of a single technique for introducing the 
cationic charge to the latex particles. Office Action at 5; see also claim 8. 
' Applicant respectfully traverses the election requirements; however, to be fully 
responsive, Applicant elects, with traverse: 

(1) C1-C10 alkyl and aryl acrylate and methacrylate monomers as the monomer; 

and 

(2) using at least one cationic initiator as the technique for introducing the 
cationic charge to the latex particles. 

Applicant asserts that claims 1-9 and 13-16 read on the elected species. Applicant 
further believes the election requirements are improper as there would be no serious 
burden on the Examiner to examine the full scope of the claims, as set forth above. 

Specifically, with respect to the election of a particular monomer, the Examiner 
asserts that there is no common functional group and that the species are drawn to 
divergent polymers. Applicant respectfully disagrees and notes that each monomer 
listed, when polymerized, yields a synthetic polymer having a glass transition 
temperature of greater than or equal to 30°C, as claimed, e.g., in claim 1. Applicant 
asserts that because the monomers share at least this common feature, the burden on 
the Examiner in considering both groups in this same application would be substantially 
reduced. 

In addition, Applicant particularly objects to the requirement to elect a particular 
technique for imparting a cationic charge. The Examiner has not set forth any 
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reasoning at all as to why examining the full scope of the claims with respect to the 
techniques recited in claim 8 would constitute a serious burden. Applicant notes that 
regardless of the technique selected, the resulting composition comprises, inter alia, a 
dispersion of non-film forming cationic latex particles. Thus, Applicant asserts that the 
search and examination of the claims, regardless of the technique used to impart the 
cationic charge, would at least partially overlap and would not impose a serious burden 
on the Examiner. As such, Applicant respectfully requests that the election of species 
requirements be withdrawn. 

If the Examiner chooses to maintain the restriction and election of species 
requirements, and if the elected groups and species are found to be allowable, 
Applicant requests that the Examiner continue to examine the full scope of the claims to 
the extent necessary to determine the patentability of the pending claims. See M.P.E.P. 
§803.02 and 35 U.S.C. § 121. 

Conclusion 

In view of the foregoing remarks, Applicant respectfully requests reconsideration 
and examination of the claims. Please grant any extensions of time required to enter 
this response and charge any additional required fees to our Deposit Account No. 
06-0916. 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW 
GARRETT & DUNNER, LLP. > 




Dated: April 19, 2007 



Thalia V. Warnement 
Reg. No. 39,064 
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